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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 . Claims 1-20 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Vuoristo et al. (U.S. Patent Application 6,603,969 B1 ). 

Regarding claim 4, Vuoristo et al. discloses mobile station comprising: 
device information; and logic which, provides the device information to a SIM, receives 
from the SIM a communication comprising the device information, and transmits the 
communication to a network. See column 11 line 33-67 and column 12 lines 25-32. 

Regarding claim 5, according to claim 4, Vuoristo et al. discloses a said mobile station 
comprising: location information. See column 1 1 lines 36-46; and said signal message 
(3-1 ), when applied to the processor, provides the location information to the SIM. See 
column 1 1 lines 36-46. 



Application/Control Number: 10/662,752 Page 3 

Art Unit: 2686 

Regarding claim 6, according to claim 4, Vuoristo et al. discloses column 12 lines 34- 
44. said signaling message (3-1), receives at least one settings and logic from the 
network, and applies the settings and logic to effect configuration. 

Regarding claims 7 and 19, Vuoristo et al. discloses in column 1 1 line 33-67 a SIM 
comprising: 

• signaling message (3-1 ) which receives device information from the terminal 
device, and, when the terminal device is different than the terminal device used 
with the previous activation of the SIM (see column 1 1 lines 33-67), formulates a 
communication comprising the device information, and causes the 
communication to be transmitted to a network, based on the subscriber number. 
See column 6 lines 24-37 and column 1 lines 60-67. 

Regarding claim 8, according to claim 7, Vuoristo et al. discloses a SIM comprising: 
logic which receives location information from the terminal device, formulates a 
communication comprising the location information, and causes the communication to 
be transmitted to a network. See column 1 1 lines 36-46. 

Regarding claim 9, according to claim 7, Vuoristo et al. discloses a SIM comprising: 
user information (see column 6 lines 9-12); and logic which, when applied to the 
processor, formulates a communication comprising the user information, and causes 
the communication to be transmitted to a network. See column 1 1 lines 3-27. 
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Regarding claim 10, according to claim 7, Vuoristo et al. discloses a SIM comprising: 
logic which communicates the device information to the network via at least one of 
SMS, EMS, and MMS. See column 5 lines 48-58. 

Regarding claim 11, Vuoristo et al. discloses a network comprising: 

• a base station subsystem (BSS). See column 12 lines 1-10; 

• subscriber information. See column 1 1 lines 54-67; and 

• logic which, when executed by one or more network elements of the network, 
locates subscriber data in response to a communication from a terminal device, 
identifies subscriber services, determines terminal device settings, and 
communicates the settings to the terminal device. See column 12 lines 1-65. 

Regarding claim 12, according to claim 11, Vuoristo et al. discloses a network further 

comprising: 

• one or more network elements to communicate with the terminal device using 
one of SMS, EMS, MMS, and SyncML. See column 5 lines 48-58. 

Regarding claim 13, according to claim 11, Vuoristo et al. discloses a network further 
comprising: 

• logic which, when executed, communicates configuration logic to the terminal 
device. 
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Regarding claim 14, Vuoristo et al. discloses a method comprising: 

• in response to activation of a SIIVI in a terminal device, the SIM requesting device 
information from the terminal device; 

• the device providing the device Information to the SIM and ; 

• the SIM formulating a communication comprising the device information and 
causing the communication to be transmitted to a network. See column 6 lines 
23-37. 

Regarding claim 15, according to claim 14, Vuoristo et al. discloses a method further 
comprising: 

• the SIM formulating the communication according to one of SMS, EMS, MMS, 
and SyncML. See column 5 lines 48-58. 

Regarding claim 16, according to claim 14, Vuoristo et al. discloses a method further 
comprising: 

• the device providing location Information to the SIM. See column 1 1 lines 36-46; 

• the SIM formulating a communication comprising the location information. See 
column 1 1 lines 3-27; and 

• the SIM causing the communication to be transmitted to a network. See column 
1 1 lines 36-46. 
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Regarding claim 17, according to claim 14, Vuoristo et al. discloses a method further 
comprising: 

receiving at least one of software, which reads on claimed "settings and logic," from the 
network and applying the settings and logic to effect communication of the terminal 
device to receive services from the network. See column 12 lines 34-44. 

Regarding claim 18, according to claim 14, Vuoristo et al. discloses a method further 
comprising: 

• the SIM formulating a communication comprising user information. See column 
6 lines 11-15; and 

• the SIM causing the communication to be transmitted to a network. See column 
1 1 lines 36-46. 

Regarding claim 20, Vuoristo et al. discloses a method comprising: 

• activating a SIM in a communication device. See column 1 1 lines 33-53; 

• the SIM formulating a communication comprising the location information. See 
column 1 1 lines 3-27; and 

• the SIM causing the communication to be transmitted to a network. See column 
11 lines 36-46. 

• the SIM formulating a communication comprising the device information and 
causing the communication to be transmitted to a network. See column 6 lines 
23-37. 
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Response to Arguments 

Applicant's arguments filed 9/7/2005 have been fully considered but they are not 
persuasive. 

Regarding claims 1-20, the Applicant asserts that the cited prior art fails to 
clearly disclose wherein messages are not formulated and then sent via the network. 
The Examiner respectfully disagrees. With regard to column 1 1 lines 50-53, Vuoristo et 
al. teaches of a message being sent to the network regarding a profile change. Thus, 
satisfying the claimed language. 

Claims 1-20 stand rejected based on the above statements and the above Office 

Action. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 



Application/Control Number: 10/662,752 



Page 8 



Art Unit: 2686 

the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Randy Peaches whose telephone number is (571 ) 272- 
7914. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on (571 ) 272-7905. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Randy Peaches 
December 12, 2005 



